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Reducing the Cost of Patent Litigation
A model order limiting discovery in IP cases is becoming widely accepted by the courts and the bar, explain Edward 
Reines and Ping Gu. 
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The problem of excess discovery expense is felt as much in patent litigation as any area of the law. This state of affairs 
motivated the Federal Circuit Advisory Council to take action. With the leadership of Chief Judge Randall Rader of the 
U.S. Court of Appeals for the Federal Circuit, a committee of distinguished jurists and attorneys was formed to address 
the problem of increasing discovery cost. Rader noted to the committee — and later in his speech introducing the 
committee's work product — that his deep concern about the expense of patent litigation stemmed from input he had 
received, not only in the United States, but from respected voices abroad.

The committee produced a model e-discovery order that was unanimously approved by the Federal Circuit Advisory 
Council. Below is the summary of the model order and a discussion of both the reception it has received thus far and 
the effect that it is having on U.S. patent litigation.

Approach of the Model Order

Although companies involved in patent litigation have been spending millions of dollars collecting and producing reams 
of email, the committee recognized that, in most patent cases, email is not the primary source of evidence. Rather, a 
relatively small but important set of definitive documents provide most of the factual information necessary for the case. 
Product documentation normally describes how the accused products work. The patent documents will describe the 
scope of the patent right. Prior art documents will explain the pre-existing technology. And financial databases will tell 
much of the economic story.

Why, then, was so much superfluous email being collected and produced? In many cases, the parties were applying a 
broad relevance test by which virtually any email discussing a product accused of infringement could, in some sense, 
be characterized as "relevant." If the accused product is a mobile phone, virtually any email about the company's 
mobile phone product could be said to be relevant. But that is a painfully overbroad scope of discovery. Additionally, 
producing a broad set of email was the safe, conventional path for attorneys. It would avoid allegations that they were 
"withholding" relevant documents.

To address the problem of excess email discovery, the model order requires separate email document requests that 
target specific issues, as compared to broad terms such as a product name or other indiscriminate term. The model 
order also places fixed limits on the number of email custodians whose mailboxes need to be searched (generally 10) 
and the number of search terms that can be used (generally five). If the discovering party has a hungry appetite for 
discovery beyond these limits it may seek additional email, but it must do so at its own expense. The committee 
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reasoned that people, including litigants, would tend to expend their own resources more carefully than they would an 
adversary's resources.

The model order includes many other cost-saving provisions, including several that minimize the need to engage in 
costly page-by-page, pre-production attorney review. Human review can be a large cost-center for document 
production.

Implementation of the Model Order 

The model order was introduced by Rader at the Eastern District of Texas Bench & Bar Conference in September 
2011. His landmark speech on that occasion was widely heralded as a clarion call to reduce litigation cost, especially 
for disputes with international dimension. In that speech, Rader explained that the advisory council's model order was 
intended to promote discussion, spur reform and help reduce expense.

Just days after the model order was unveiled, influential U.S. Magistrate Judge Chad Everingham entered a discovery 
order that tracked the language of the advisory council model order. He crafted the terms of his discovery order based 
on the model order rather than adopting the litigants' competing proposals, allowing five email custodians and 10 
search terms. Everingham was a member of the E-Discovery Committee and his order was an important display of 
confidence in the committee's work product.

Less than a month later, on Oct. 20, 2011, U.S. Magistrate Judge John Love of the Eastern District of Texas issued a 
discovery order based on the model order. Regarding email production, Love ordered, analogous to the model order, 
that (1) email discovery would be delayed until after an initial production was made; and (2) email discovery would be 
limited to five custodians, with the search to be conducted in "the most efficient way possible with fewest and most 
relevant search terms."

The next day, on Oct. 21, 2011, then-Chief Judge David Folsom of the Eastern District of Texas also entered an order 
as proposed by the parties that closely tracked the model order. The following month, U.S. Magistrate Judges Stephen 
Williams in the Southern District of Illinois and Kristen Mix in the District of Colorado issued discovery orders that 
generally tracked the language of the model order.

An interesting issue concerning the model order arose in DCG Systems v. Checkpoint Technologies in the Northern 
District of California. In that case, U.S. Magistrate Judge Paul Grewal handled a challenge to the application of the 
model order. Plaintiff DCG argued that the order was only intended to be used in cases involving nonpracticing entities 
(referred to by some as "patent trolls"). Because this case was between two competitors, DCG argued that the 
discovery process would be improperly limited by the provisions of the order. Grewal, in granting Checkpoint's motion to 
enter an order that tracked the model order, recognized that the order is meant to streamline and focus the discovery 
process for patent litigation cases generally. He found nothing to suggest otherwise, and that there was no reason to 
believe that a case between two competitors was any less in need of e-discovery limitations than one involving a 
nonpracticing entity.

In the wake of the widespread welcome of the principles in the model order, the Eastern District of Texas adopted a 
form of the model order on Feb. 28, with modifications developed by an expert committee. This is particularly notable 
because the district is one of the most influential jurisdictions in patent cases and has been a leader in adopting rules 
particular to patent cases.

The District of Delaware's new e-discovery default rules, while in the works long before the model order was unveiled, 
contain key terms that mirror aspects of the order. These terms include numerical limits on custodians and search 
terms as well as a requirement that search terms be specific and tied to issues in the case, rather than having some 
general relevance. Of course, Delaware is also a leader in the management of patent litigation and a major center of 
patent litigation, so its adoption of e-discovery rules is itself significant.

In sum, the influence of the model rules has exceeded any reasonable expectation. Only time will tell how this influence 
will endure. Regardless, it appears that the model order has helped to prompt a reform movement towards a more 
intelligent and cost-effective e-discovery regime.

The Outlook for E-Discovery Reform

Feedback to date supports the conclusion that the model order has rapidly reduced the volume of unnecessary e-
discovery. Reliable reports from the corporate community indicate that many millions of dollars have been saved since 
the model order was introduced in September 2011. Although much ink has been spilled discussing e-discovery both in 
patent cases generally, and the model order specifically, there have been no segments of the patent litigation 
community that have expressed fundamental concern about the concepts in it. Some in the general e-discovery 
community, including the more academic, were surprised by the boldness of the limits in the model order, but that view 
does not appear to have been adopted by substantial segments of the patent community itself. Indeed, there is 
evidence that day-to-day practice has gravitated toward the norms set forth in the model order, reducing the need for 
courts to impose such provisions during contested motion practice. The net result, hopefully, will be a substantial 
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reduction in patent litigation expense without a loss of access to the information necessary for a fair and accurate 
resolution of patent disputes, including those of global import.

Edward Reines, a partner at Weil, Gotshal & Manges, is chair of the Federal Circuit Advisory Council. He chaired the e-
discovery committee that developed the model order. Ping Gu is an adjunct professor at Hong Kong City University 
School of Law and is a partner at Zhong Lun Law Firm.
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